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Remarks 

Reconsideration of this Application is respectfully requested. 

Upon entry of the foregoing amendment, claims 52-59 and 61-67 are pending 
in the application, with claim 52 being the independent claim. Claims 52, 55-59, and 
67 have been amended. Support for the claim amendments may be found in the 
original claims and throughout the specification. Thus, no new matter is added by 
way of these amendments, and their entry is respectfully requested. 

Based on the above amendments and the following remarks, Applicants 
respectfully request that the Examiner reconsider and withdraw the outstanding 
rejections. 

Information Disclosure Statement 
Applicants will provide a new information disclosure statement and physical 
copies of foreign patent references and non-patent literature in a separate 
correspondence. 

Claim Rejections Under 35 U.S.C. § 112, Second Paragraph 

Claims 55-59 were rejected as being indefinite for failing to particularly point 
out and distinctly claim the subject matter for which applicant regards as the 
invention. 

Claims 52 and 55-59 have been amended to recite "first vector," thus 
clarifying the prior antecedent basis for this vector in the claims. 

Recitation of "partial gene" in claim 56 has been deleted, thus rendering the 
rejection moot. 
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Applicants therefore request that the present rejection of claims 55-59 under 
35 U.S. C. §1 12, second paragraph be withdrawn. 



Claim Rejections Under 35 U.S.C. § 102(b) 
Claims 52-59 and 61-67 were rejected as being anticipated by Griffiths, et al., 

(US Pat. No. 5,962,25). 

An anticipation rejection under 35 U.S.C. § 102 requires a showing that each 

Hmitation of a claim is foimd in a single reference, practice or device. See Kalman v. 

Kimberly Clark Corp., 713 F.2d 760, 771 (Fed. Cir. 1983), cerL denied, 465 U.S. 

1026 (1984). See also M.P.E.P. 8th ed., § 2131 (rev. 2, May 2004) ("To anticipate a 

claim, the reference must teach every element of the claim."). 

The Office Action states that Griffiths, at Example 6, anticipates claim 52. 

Applicants respectfiiUy disagree. Example 6 does not disclose amplifying a nucleic 

acid template with a first primer comprising at least a first recombination site and a 

second primer comprising at least a second recombination site, as required by the 

present claims. 

Accordingly, Griffiths does not anticipate the present claims, and Applicants 
therefore request that the present rejection of claims 52-59 and 61-67 under 35 U.S.C. 
§ 102 be withdrawn. 
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Double Patenting 
Claims 52-59 and 61-67 were provisionally rejected under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable over 
claims 1-14 of co-pending Application Niunber 10/815,730. Applicants request that 
this rejection be held in abeyance until the indication of allowable subject matter. 
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AH of the stated grounds of rejectidn^ h^^ been properly traversed, 
accommodated, or rendered moot. Applicants therefore respectfully request that the 
Examiner reconsider and withdraw the presently outstanding rejections. Applicants 
believe ftat a fiill and complete reply has been made to the outstonding Office Action 
and, as such, the present applicatidn Is in ccradition for allowance. 

Prompt and fevor^le consideration of this Amendment and Reply is 
respectfully requested. 



Respectfully submitted. 




Natalie A. Davis 
Patent Agent 
Itivitrogen Corporation 
Regisriation. No. 53,849 



Date: May 5, 2006 



